REMARKS/ A R HI IMF. 1VTS 
Applicant has received and carefully reviewed the Final Office Action of the 
Examiner mailed October 29, 2008. Currently, claims 38-58 remain pending. Claims 
38-58 have been rejected. Favorable consideration of the following remarks is 
respectfully requested. 

Claim Rejections - 35 USC § 102/103 

Claims 38-44 and 46-57 were rejected under 35 U.S.C. 102(b) as anticipated by 
Gibbs et al. (U.S. Patent No. 5,330,482), or in the alternative, under 35 U.S. C. 103(a) as 
unpatentable over Gibbs et al. After careful review, Applicant must respectfully traverse 
this rejection. 

"A claim is anticipated only if each and every element as set forth in the claim is 
found, either expressly or inherently described, in a single prior art reference." 
Verdegaal Bros. v. Union Oil Co. of California, 814 F.2d 628, 631, 2 USPQ2d 1051, 
1053 (Fed. Cir. 1987). (See MPEP § 2131). "All words in a claim must be considered in 
judging the patentability of that claim against the prior art." In re Wilson, 424 F.2d 1382, 
1385, 165 USPQ 494, 496 (CCPA 1970). (MPEP § 2143.03). 

Nowhere does Gibbs appear to teach or suggest ". ..the body including a cold 
formed nickel-titanium alloy having a transformation temperature greater than a 
mammalian body temperature, wherein the nickel-titanium alloy exhibits linear 
pseudoelasticity regardless of stress applied to the body", as recited in claim 38. 

First, the Examiner has asserted that "the basket is formed without the heating. 
Since forming or working at ambient temperatures is cold forming, the basket is cold 
formed and is then heat treated". Nowhere do Gibbs et al. appear to disclose that any 
forming is done at ambient temperature. The Examiner appears to be inserting disclosure 
where there is none. 

Gibbs et al. do appear to disclose "an inner monofilament wire 1 1 of shape 
memory material (nitinol)" (see column 3, lines 23-24), that "heat is applied to wire 
basket 77 to set the shape memory characteristics of inner monofilament wires 11" 
(column 3, lines 44-45), and that "nitinol central wires 1 1 and 2 1 have the characteristic 
ofsuperelasticity" (column 3, lines 53-54, emphasis added). "Non-linear 
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pseudoelasticity" occurs due to a reversible phase transformation from austenite to 
martensite (stress-induced martensite). "Linear pseudoelasticity" has no such phase 
transformation associated with it and lacks the flat plateau that exists in the stress-strain 
hysteresis curve of the non-linear pseudoelastic alloy, and results from cold working 
only. "Non-linear pseudoelasticity" results from cold working and subsequent heat 
treatment, and is often interchanged with the term "superelasticity". Gibbs et al. disclose 
that the nitinol wires are heat treated, and the Examiner admits as much on page 2 and 
page 5 of the Office Action. In fact, Gibbs et al. do not appear to disclose or suggest an 
embodiment where the heat treatment does not occur. Therefore, Applicant submits that 
Gibbs et al. do not disclose or suggest the property of linear pseudoelasticity, and 
accordingly, Gibbs et al. cannot anticipate this property. 

Further, "[i]f the proposed modification or combination of the prior art would 
change the principle of operation of the prior art invention being modified, then the 
teachings of the references are not sufficient to render the claims prima facie obvious. In 
re Ratti, 270 F.2d 810, 123 USPQ 349 (CCPA 1959)" (MPEP 2143.01 VI). Applicant 
submits that attempting to use the Ni-Ti alloy of Gibbs et al. without the disclosed heat 
treatment (in order to obtain the claimed linear pseudoelasticity) would change the 
principle of operation of the device, since the alloy would no longer be non-linear 
pseudoelastic, or superelastic, and the physical properties and operation of the device 
would be altered. 

For at least the reasons discussed above, Applicant submits that Gibbs et al. 
cannot anticipate or render obvious independent claim 38. Since claims 39-44 and 46 
depend from claim 38, and add additional elements thereto, Applicant submits that these 
claims are also allowable over Gibbs et al. Applicant respectfully requests that the 
rejection be withdrawn. 

Turning to independent claim 47, nowhere do Gibbs et al. appear to teach or 
suggest a Ni-Ti alloy where the alloy is in a martensitic phase when it is formed into a 
first shape and stress relieved into a second shape. As discussed above, by virtue of the 
alloy disclosed by Gibbs et al. being superelastic, a phase transformation necessarily 
takes place. Altering the physical properties of the Gibbs et al. alloy to function as 



7 



claimed would change the principle of operation of Gibbs et al. Therefore, Applicant 
submits that independent claim 47 is allowable over Gibbs et al. Since claims 48-52 
depend directly or indirectly from claim 47, and add additional elements thereto, 
Applicant submits that these claims are allowable. The Examiner is respectfully 
requested to withdraw the rejection. 

Regarding independent claim 53, nowhere do Gibbs et al. appear to teach or 
suggest "...stressing the body into a first shape wherein the nickel-titanium alloy is in a 
martensitic phase... and deploying the body from the sheath to stress relieve the body into 
a second shape, wherein the nickel-titanium alloy remains in the martensitic phase." For 
at least the same reasons discussed above with respect to claim 47, Applicant submits that 
claim 53 is allowable over Gibbs et al. Since claims 54-57 depend from claim 53 and add 
additional elements thereto, these claims are also believed to be allowable over the cited 
reference. Applicant respectfully requests that the rejection be withdrawn. 

Claim Rejections - 35 USC § 103 

Claims 45 and 58 were rejected under 35 U.S.C. 103(a) as being unpatentable 
over Gibbs et al. (U.S. Patent No. 5,330,482). After careful review, Applicant must 
respectfully traverse this rejection. 

"If an independent claim is nonobvious under 35 U.S.C. 103, then any claim 
depending therefrom is nonobvious. In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. 
Cir. 1988)." (MPEP 2143.03). For at least the reasons discussed above, claims 45 and 
58, which depend from claims 38 and 53 respectively, and add additional limitations 
thereto, are believed to be patentable over Gibbs et al. Applicant respectfully requests 
that the rejection be withdrawn. 



Conclusion 

In view of the foregoing, all pending claims are believed to be in a condition for 
allowance. Reexamination and reconsideration are respectfully requested. Issuance of a 
Notice of Allowance in due course is anticipated. If a telephone conference might be of 
assistance, please contact the undersigned attorney at (612) 677-9050. 
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Respectfully submitted, 
Gary B. McAlister 
m By hig^attorney, 




Glenn M. Seage^Rpg'. No. 36,926 
CROMPTON, Sp&GER & TUFTE, LLC 
1221 Nicollet Avenue, Suite 800 
Minneapolis, Minnesota 55403-2420 
Tel: (612) 677-9050 
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